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DETAILED ACTION 

Response to Arguments 

1 . Applicants' arguments see page 6, filed 09/26/2008, with respect to the Final 
rejection of claims 26-31 and 41-46 have been fully considered and are persuasive. 
Therefore, the Final rejection has been withdrawn. 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

3. Claims 26-28 are rejected under 35 U.S.C. 102(b) as being anticipated by Parry 
et al.(US 7,043,166). 

Regarding claim 26, Parry '166 discloses a multifunctional peripheral device 
(Printing device 130, fig. 3), comprising: 

a memory device (Printing device memory 132, fig. 3) having a memory capacity 
selected to store a subset of a plurality of firmware code segments (i.e., uploading only 
certain segments or discrete objects of firmware (102, fig. 1) from the memory module 
110 (fig. 1); Col. 6, lines 48-50 and col. 9, lines 40-45), wherein each of the plurality of 
firmware code segments (i.e., firmware code (103), firmware interface (104), and other 
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data items on the memory module (110); Col. 3, lines 30-31, fig. 1) is executable to 
implement a corresponding function in a plurality of functions (i.e., firmware code (103) 
is a set of computer-readable instructions that enable the processor or controller of a 
printer or printing device to carry out a particular function; Col. 3, lines 32-50) of the 
multifunctional peripheral device (multi-function peripherals, col. 1, lines 30-35), and 
further wherein the memory capacity is selected (i.e., inherently, memory capacity is 
selected when computer is storing any kind of data, including storing firmware 
data/code, e.g., if the computer need to store 10 Mb of data, it must select memory 
space in a memory with 10Mb capacity) to preclude storing the plurality of firmware 
code segments in their entirety (i.e., the firmware interface (104) can be uploaded to the 
memory of a printing device to allow the printing device to access and execute the 
firmware code (103) while the firmware code (103) remains stored on the memory 
module (1 1 0) and is not uploaded to the memory of the host printing device. The 
firmware interface (104) may also provide the host printing device with details about the 
different objects of firmware code (103) available on the module (110), such as the size, 
location, version number, purpose, etc. of each object of firmware code. This 
information can be used by the host printing device to determine whether or not to 
upload the objects of firmware code (103) from the memory module (110); Col. 3, lines 
55-67 and col. 4, lines 1-2. Because the firmware code 103 remain stored on memory 
module 110 and only objects of firmware code is uploaded to the printer; the printer is 
not storing code in their entirety); 

a control circuit (Printing device controller / processor (133), fig. 3) configured to 
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execute a selected firmware code segment from among the subset of firmware code 
segments stored in the memory device (i.e., a printing device controller or processor 
(133) controls the operation of the printing device (130) according to firmware stored in 
the printing device memory (132) and determines whether or not to upload the objects 
of firmware (103) from the memory module (110); Col. 4, lines 1-2 and col. 5, lines 32- 
35, figs. 2-3). 

Regarding claim 27, Parry '166 discloses the peripheral device (Printing Device 
120, fig. 2), further comprising circuitry (a memory module manufacturing facility 631 , 
fig. 6) configured to communicatively couple with a host computer (a customer terminal 
610/Purchaser Computer 608, fig. 6) having stored thereon the plurality of firmware 
code segments (i.e., the purchaser using the customer terminal (610) can select exactly 
the firmware components (102, FIG. 1); col. 8, lines 21 -22) from which the peripheral 
device obtains the subset of firmware code segments (i.e., the version of firmware, 
firmware patches, firmware upgrades, etc. can all be selected by the purchaser at the 
terminal (610); col. 8, lines 22-26, fig. 6). 

Regarding claim 28, Parry '166 discloses the peripheral device (Printing Device 
120, fig. 2), wherein the subset consists of the selected firmware code segment (i.e., the 
version of firmware, firmware patches, firmware upgrades, etc. can all be selected by 
the purchaser at the terminal (610); col. 8, lines 22-26, fig. 6). 
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Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the phor art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary sl^ill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claims 29-31 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Parry et al. (US 7,043,166) in view of Nagata et al. (US 5,237,645). 

Regarding claim 29, Parry '166 does not explicitly show the peripheral device, 
wherein the memory device is configured to store a first flag which when set is indicative 
of a presence of the selected firmware code segment in the memory device. 

However, the above-mentioned claimed limitations are well known in the art as 
evidenced by Nagata '645. In particular, Nagata '645 teaches the peripheral device 
(Print control unit 8, fig. 2), wherein the memory device (Image memory 30, fig. 2) is 
configured to store a first flag which when set is indicative of a presence of the selected 
firmware code segment in the memory device (i.e., if the flag T is not at "0", the block in 
question is an effective block, then the corresponding image memory block at the 
address RM(x, y) is referred to (step S4). Then, the effective block of data at the image 
memory block address RM(x, y) are read out (step S5); Col. 8, lines 15-20, fig. 9). 

In view of the above, having the system of Parry and then given the well- 
established teaching of Nagata, it would have been obvious to one having ordinary skill 
in the art at the time of the invention was made to modify the system of Parry as taught 
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by Nagata to include: the peripheral device, wherein the memory device is configured to 
store a first flag which when set is indicative of a presence of the selected firmware 
code segment in the memory device, since such a modification would enhance wherein 
the decision or the judgment is based upon a present setting of a control flag and 
wherein the control flag can be set by a user. 

Regarding claim 30, Nagata '645 shows the peripheral device (Print control unit 
8, fig. 2), wherein the first flag (flag T is "0" (step S2), fig. 9) which when reset is 
indicative of an absence of the selected firmware code segment in the memory device 
(i.e., if the flag T is at "0", the block in question is an empty block, so the empty data of 
one block is output (step S3); Col. 8, lines 12-14 and lines 24-26). 

Regarding claim 31 , Parry '166 discloses the peripheral device (Printing Device 
130, fig. 3), wherein the memory device (Printing device memory 132, fig. 3) is further 
configured to store a version indicator for indicating a version of the selected firmware 
code segment stored in the memory device (i.e., a replacement action (step 208) may 
comprise uploading only certain segments or discrete objects of firmware (102, FIG. 1) 
from the memory module, thereby upgrading or enhancing the existing firmware of the 
printing device (step 209); Col. 6, lines 48-52, fig. 4). 



6. Claims 41 -43 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over 
Parry et al. (US 7,043,166) in view of Sugita (US 2004/0068548). 
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Regarding claim 41 , Parry '166 discloses a computer network (Network 621/ 
Internet 602, fig. 6), comprising: 

a multifunctional peripheral device (Printing Device 130, col. 1, lines 25-30, figs. 
2-3) containing a volatile memory (i.e., printing device memory (132) may comprise both 
volatile and non-volatile memory; Col. 5, lines 9-10 and col. 7, lines 49-52, figs. 1 , 3) 
having a memory capacity selected (i.e., inherently, memory capacity is selected when 
computer is storing any kind of data, including storing firmware data/code, e.g., if the 
computer need to store 10 Mb of data, it must select memory space in a memory with 
10Mb capacity) to store a subset of a plurality of firmware code segments (i.e., a 
replacement action (step 208) may comprise uploading only certain segments or 
portions of firmware to printing device from the memory module, thereby upgrading or 
enhancing the existing firmware of the printing device (step 209); Col. 6, lines 48-52 and 
col. 9, lines 40-45), wherein each of the plurality of firmware code segments (i.e., 
firmware code (103), firmware interface (104), and other data items on the memory 
module (110); Col. 3, lines 30-31, fig. 1) is executable to implement a corresponding 
function in a plurality of functions (i.e., firmware code (103) is a set of computer- 
readable instructions that enable the processor or controller of a printer or printing 
device to carry out a particular function; Col. 3, lines 32-50) of the multifunctional 
peripheral device (multi-function peripherals, col. 1, lines 30-35); 

Parry '166 does not explicitly show a host processor comprising a memory in 
which is stored each of the plurality of firmware code segments, the host processor 
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communicatively coupled to the multifunctional peripheral device for transferring the 
subset of firmware code segments to the peripheral device on an as-needed basis. 

However, the above-mentioned claimed limitations are well known in the art as 
evidenced by Sugita '548. In particular, Sugita '548 teaches a host processor (Host 
Computer 300, fig. 5) comprising a memory (Hard Disk 304, fig. 5) in which is stored 
each of the plurality of firmware code segments (i.e., a download program and new 
firmware stored in a predetermined server may be downloaded via a LAN in advance to 
the hard disk of the host computer 100; Page 5, paragraph [0055], figs. 2, 5), the host 
processor communicatively coupled to the multifunctional peripheral device (Printer 200, 
fig. 5) for transferring the subset of firmware code segments to the peripheral device on 
an as-needed basis (i.e., a host apparatus is connected for mutual communications with 
an image forming apparatus which comprises a rewritable memory which stores the 
firmware and the image forming apparatus forms, in accordance with a signal fed from 
the host apparatus, an image which corresponds to this signal; Page 2, paragraph 
[0016]). 

In view of the above, having the system of Parry and then given the well- 
established teaching of Sugita, it would have been obvious to one having ordinary skill 
in the art at the time of the invention was made to modify the system of Parry as taught 
by Sugita to include: A host processor comprising a memory in which is stored each of 
the plurality of firmware code segments, the host processor communicatively coupled to 
the multifunctional peripheral device for transferring the subset of firmware code 
segments to the peripheral device on an as-needed basis, since Sugita stated on page 
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1 , paragraph [0002] that such a modification would ensure an information processing 
system in which a host apparatus is connected for mutual communications with an 
image forming apparatus which comprises a rewritable memory which stores firmware. 

Regarding claim 42, Parry '166 discloses the computer network (Network 621/ 
Internet 602, fig. 6), wherein the memory capacity of the volatile memory precludes 
storing of the plurality of firmware code segments in their entirety (i.e., the firmware 
interface (104) can be uploaded to the memory of a printing device to allow the printing 
device to access and execute the firmware code (103) while the firmware code (103) 
remains stored on the memory module (110) and is not uploaded to the memory of the 
host printing device. The firmware interface (104) may also provide the host printing 
device with details about the different objects of firmware code (103) available on the 
module (110), such as the size, location, version number, purpose, etc. of each object 
of firmware code. This information can be used by the host printing device to determine 
whether or not to upload the objects of firmware code (103) from the memory module 
(110); Col. 3, lines 55-67 and col. 4, lines 1-2). 

Regarding claim 43, Parry '166 discloses the computer network (Network 621/ 
Internet 602, fig. 6), wherein the subset consists of a single firmware code segment (i.e., 
the printing device can upload the firmware components (102), including, firmware code 
(103), firmware interface (104), and other data items on the memory module (110). The 
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firmware code (103) may be a single firmware object or may be any number of separate 
firmware objects for use by a printing device; Col. 3, lines 29-45, fig. 1 ). 

7. Claims 44-46 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Parry et al. (US 7,043,166) in view of Sugita (US 2004/0068548), and further in view of 
Nagata et al. (US 5,237,645). 

Regarding claim 44, Parry '166 discloses the computer network (Network 621/ 
Internet 602, fig. 6), wherein the memory is configured to store the single firmware code 
segment in the volatile memory (i.e., a check for an existing firmware components may 
be performed (step 206); Col. 6, lines 31-32, fig. 4). 

The combination of Parry '166 and Sugita '548 does not explicitly show a first flag 
which when set is indicative of a presence of the data. 

However, the above-mentioned claimed limitations are well known in the art as 
evidenced by Sugita '548. In particular, Sugita '548 teaches a first flag which when set 
is indicative of a presence of the data (i.e., if the flag T is not at "0", the block in question 
is an effective block, then the corresponding image memory block at the address RM(x, 
y) is referred to (step S4). Then, the effective block of data at the image memory block 
address RM(x, y) are read out (step S5); Col. 8, lines 15-20, fig. 9). 

In view of the above, having the system of Parry and Sugita and then given the 
well-established teaching of Nagata, it would have been obvious to one having ordinary 
skill in the art at the time of the invention was made to modify the system of Parry and 
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Sugita as taught by Nagata to include: a first flag which when set is indicative of a 
presence of the data, since such a modification would enhance wherein the decision or 
the judgment is based upon a present setting of a control flag and wherein the control 
flag can be set by a user. 

Regarding claim 45, Parry '166 discloses the computer network (Network 621/ 
Internet 602, fig. 6), further comprising a server (Communication Unit 612, fig. 6) 
coupled to the host processor (Customer Terminal 610, fig. 6) through a 
communications network (i.e., the communication unit (612) Includes a web server that 
the purchaser accesses through the Internet (602); Col. 8, lines 60-62, fig. 6). 

Regarding claim 46, Parry '166 discloses the computer network (Network 621/ 
Internet 602, fig. 6), wherein the host processor (Customer Terminal 610, fig. 6) Is 
configured to obtain firmware updates for the plurality of firmware code segments from 
the server (I.e., the purchaser, using the customer terminal (610) can select exactly the 
firmware components (102, FIG. 1) that are desired. For example, the version of 
firmware, firmware patches, firmware upgrades, etc. can all be selected by the 
purchaser at the terminal (610); Col. 8, lines 22-26, fig. 6). 

Conclusion 

8. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 
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Hino et al. (US 7,312,882) the type flag is set "ON" when the firmware piece that 
is started to be rewritten is a program firmware piece 

Zimmerman (US 7,268,900) a firmware version (FV) identifier 254 for specifying 
the version of the non-resident PF 252, and a firmware loaded flag 

Mae et al. (US 7,213,052) a firmware reception notification Is issued from printer 
controller 21 and the firmware rewrite process permit flag is turned on 

9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Allen H. Nguyen whose telephone number is (571)270- 
1229. The examiner can normally be reached on 9:00 AM-6:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, KING Y. POON can be reached on (571 ) 272-7440. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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